
UNITED STATES DISTRICT COURT
 
FOR THE WESTERN DISTRICT OF TEXAS
 

PECOS DIVISION
 

C.A.S.I--CHILI APPRECIATION
 
SOCIETY INTERNATIONAL, INC.
 

V.
 

KATHLEEN RUTH TOLBERT, 
FRANK X. TOLBERT, JR., and 
KATHLEEN TOLBERT RYAN 

)
)
)
)
)
)
)
)
 

P-87-CA-39
 

Judgment 

BEFORE THIS COURT came the parties represented by counsel 

for trial on the merits to the bench on February 17, 1988. The 

parties each contend that they were proper owners of certain 

service and collective membership marks and that the conduct of 

the other infringed upon their trademark in violation of federal 

law. By separate memorandum opinion, this Court issued its 

Findings of Fact and Conclusions of Law. This Court is of the 

opinion that Judgment should issue on the matter. This JUdgment 

disposes of all issues before this Court in the above-numbered 

cause. 

IT IS ADJUDGED, ORDERED AND DECREED that the Commissioner 

of the U.S. Patent and Trademark Office shall certify the 

ownership of this registration in the name of CASI Inc:L make the 

appropriate entries upon the records of the Patent and Trademark 

Office, and shall be controlled thereby. 

IT IS FURTHER DECREED That Plaintiff shall pay to the 

Tolbert estate an amount representing the legal fees and costs 



. .
 

normally associated with the filing for registration with the 

Office of Patents and Trademarks. This Court finds that $1500 

for the value of legal fees associated with a trademark filing 

plus the costs of filing should be paid by Plaintiff CASI Inc. to 

Defendant Tolbert's estate. 

Defendant shall bear costs of Court. No attorney fees 

will be awarded in this cause. 

Some like it hot some like it cold 
Some like it in the pot nine days old. 
When it comes, however, to good stout chili 
If you don't like it hot, you're just plumb silly. 

~ 
SIGNED AND ENTERED, this, the ~--day of April, 1988. 

~~, 
UCIUSD:Bunton 

. Chief Judge 
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ORDER 

BEFORE THIS COURT came the parties represented by counsel 

for trial on the merits to the bench on February 17, 1988. This 

Court withheld issuing Judgment in the matter feeling that no 

matter the controlling legal precedent, the parties should be 

able to come to an agreement which would do honor to the memory 

of the persons whose good humor and collegial spirit founded an 

event which has been the source of so much enj oyment for an 

expanding group of chili aficionados over the years. 

Counsel and the parties worked hard in the intervening 60 

days to come to an agreement. It is the rare civil case in this 

Court for which an opinion is not shortly issued. The time for 

private resolution is past and this Court issues its Findings of 

Fact and Conclusions of Law. 

At the outset, this Court observes that the Findings of 

Fact and Conclusions of Law set out below is not a history of the 

"chili world"; it is merely a summary of what this Court finds to 

be supported by the preponderance of the evidence introduced on 
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the day of trial. This Court doesn't know how to cook chili, 

would not know the difference between stew made under the 

auspices of the Tolbert Rule or the CASI Rules, nor does this 

Court fully understand the implications for the annual 

participants at the Terlingua cookoff(s) of this Court's 

Findings. Nonetheless , it is unmistakable to this Court that 

annually for some time now, persons have gathered in Terlingua, 

Texas to enjoy good company, good food, the distinctive ambience 

of native Southwest cUlinary culture. It is equally unmistakable 

that one of several persons responsible for this heritage is 

Frank Tolbert who is fondly and genuinely honored by chili 

cookers and chili tasters each year at the rollicking festival 

sometimes called the "Showdown at Terlingua." 

Those who seek a view of the events through the eyes (and 

biases) of a historian could look to other sources. This Court 

did not receive into evidence written historical accounts of the 

events at issue. 

Thus, the prism through which this Court views the events 

is a limited tool. As imperfect as it is, however, it has proven 

to be an admirable tool to resolve the sort of intractable 

dispute which is before this Court. 

It is tempting to spice this opinion with chili anecdote 

or make light of the clever names given to community groups 

across the nation who gather to celebrate chili cooking. 
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However, feelings run deep in this matter. This Court would not 

intentionally trivialize events and traditions for which men and 

women have worked hard to define and pass on to others. Thus, 

with respect for the persons and their traditions, this Court 

issues its findings on the matters directly before this Court. 

In this suit, Defendants have asserted trademark 

infringement for a U.S. trademark on which they are the nominal 

holder through their Father and husband, Frank Tolbert who 

registered the trademark prior to his death. Defendants contend 

that they are the rightful owner of the mark and that CASI In~ 

has infringed their trademark. 

Plaintiffs claim ownership through its use and use by a 

predecessor association. Plaintiffs contend that Frank X. 

Tolbert was never identified with Frank X. Tolbert in his 

individual capacity and when he disassociated himself from the 

Plaintiff group, he did not retain the kind of relatedness to the 

service mark or trademark which would constitute ownership. 

Plaintiff contends that the Defendants have infringed their 

marks. 

Thus, in simplest form, Plaintiff contends that ownership 

was collective in nature, owned by a predecessor association, and 

did not vest in one person. Frank Tolbert's heirs contend that 

the decedent owned the trademark and passed it at the time of 

his death. 
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Findings of Fact 

1. Plaintiff, C.A.S.I.--Chili Appreciation Society 

International, Inc. ("CASI Inc. '.:2 is a corporation organized 

under the laws of the State of Texas. 

2. Defendants are the heirs of Frank X. Tolbert who died 

January 10, 1984. Defendant Kathleen Ruth Tolbert is the legal 

representative of his estate. 

3. This Court has jurisdiction of this matter under 28 

u.S.C. Sec. 1338(a). 

4. CASI Inc. us~ "Chili Appreciation Society 

International," "C.A.S.I." and "CASI" as service marks to denote 

services it provides relating to promoting, organizing and 

conducting chili-making contests and events promoting chili. 

CASI Inc. has grown to encompass groups in many states and uses 

the marks at issue to promote events whose proceeds go in part to 

support the organization activities and in part to support local 

charities. In so doing, also uses the marks as a 

collective membership mark; membership in the association of 

persons interested in chili-making contests and events promoting 

chili. 

5. From the first, the group that met over weekly chili 

bowls in a Dallas restaurant was a loose association of persons 

who were known as the Chili Appreciation society International. 
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Evidence showed that the association may have begun as early as 

the 1940' s. However, by 1967, and certainly for several years 

before, a group of persons including but not limited to Bill 

Neale, George Haddaway, Frank Tolbert, Tom Tierny, and Dave 

Whits, calling themselves the Chili Appreciation Society 

International, combined their talents and resources to found a 

"cookoff" in Terlingua, Texas. 

At this time, Tolbert, a newspaper columnist, was already 

well known for his occasional articles about chili. Bill Neale, 

a commercial artist, created posters. Members of the association 

I
I
I

I
! 

!

I
!
I
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proclaimed themselves Judge, Mayor, Water Commissioner, and other 

roles; the cookoff was the theme for a gathering of friends to 

have a party. In the first decade, no one person "controlled" 

the event. However, there was an organization of sorts which 

informally rolled along from one cookoff to the next. 

Gradually over the twenty years between the first 

Terlingua cookoff and Frank Tolbert's death, his reputation grew. 

Tolbert's own books and newspapers articles contributed as much 

to his stature among chili lovers as his activities in connection 

with the annual cookoffs or the association known as Chili 

Appreciation Society. The close connection between Tolbert and 

the chili world was not focussed on the trademark so much as the 

culture of chili. This distinction is an important one and 

supported by the preponderance of evidence introduced at trial; 
~ 
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in fact and in law, the debt that the Terlingua event and the 

"chili world" owes to Tolbert is not of the nature of the 

ownership interest in the trademark. 

6. In contrast to the connection between Tolbert as an 

individual and the Trademark, the association which was succeeded 

by the Plaintiff Corporation used the marks "Chili Appreciation 

Society International," "C.A.S.I.," and "CASI" for which benefits 

attached to the association. 

7. Plaintiff's first use of the mark "Chili Appreciation 

Society International" as a collective membership mark was at 

least as early as 1967 and likely earlier, through the Chili 

Appreciation Society of which Tolbert was a prominent and 

influential member. 

8. Similarly Plaintiff's first use of the mark as a 

service mark to promote chili-related events was at least as 

early as 1967, through the Chili Appreciation Society. 

Thus, though Frank Tolbert was a compelling personality, a 

good administrator, and a knowledgeable resource of chili lore, 

his name was not synonymous from the first or at any time 

relevant to this suit with the Terlingua event or the Chili 

Appreciation Society or the marks at issue in this suit. 

9. The association of which Tolbert was a member promoted I
 
chili and the annual cookoff in Terlingua with posters, flyers, 

1 

articles, song and story. Later, as the event and organization 
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grew in size, in addition to the paraphernalia used to promote 

the event, rules were promulgated governing cookoffs throughout 

Texas and the nation. Even later, Plaintiff developed a system 

of organizing and supporting local chapters of cooks and other 

persons interests in chili-related activities. This court is 

persuaded that CASI Inc. has developed goodwill and secondary 

meaning in connection with the marks at issue in this suit. 

The Terlingua event, founded in 1967, may never have 

occurred absent the influence of Frank Tolbert and others. 

Nonetheless, any service or trade use of the words "Chili 

Appreciation Society International" did not denote services 

provided by Frank Tolbert individually. 

10. By the same token, Tolbert I s children unmistakably 

had a part in the history and promotion of the chili-related 

events. One an artist designing cards and flyers, the other a 

chili event "ombudsman" for many years, Kathleen and Frank Jr. 

provided incalculable contributions to the association of persons 

who have preserved the Terlingua Cookoff and nurtured the 

proliferation of chili-supporters around the country. This Court 

does not find I that the contributions of Defendants or their 

Father amounted to what is technically encompassed as a trademark 

under the law. This is not to detract from the merit of their 

contribution. It is merely a conclusion of fact and law relevant 

to the ownership of the trademark at issue. Though it would seem 
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inevitable, it seems unwise to equate prevailing on the legal 

issue of ownership of the trademark with the importance of Frank 

Tolbert I s historical contribution to the chili culture. It is 

relating two things which are unalterably dissimilar; one is a 

legacy shared by countless persons and the other a legal vesting 

of ownership with the resulting responsibilities to preserve and 

distribute certain benefits. 

11. Tolbert I s grown children related to this court the 

many informal meetings in Dallas at the restaurant which served 

as a meeting place for members of the informal Chili Appreciation 

Society. "Membership cards" were issued indiscriminately to 

patrons and others. These things are evidence of the existence 

of an informal association rather than establishing that the 

trademark was inextricably tied to Tolbert. It is a separate 

question whether the association would have thrived or survived 

absent Tolbert I s direction. Undeniably, Tolbert was a strong 

member of the association. However, the association, no matter 

its relative informality in the early years, existed apart from 

Tolbert and was the agent promoting the Terlingua cookoff and 

using the trademark Chili Appreciation Society International. 

12. The record introduced at trial demonstrates that some 

time after the association took on more formal structure and 

definition, Frank Tolbert became dissatisfied with the course of 

events and disassociated himself from the Plaintiff. In 1983, 
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Frank Tolbert began to conduct a separate Terlingua cookoff on 

the same day as the one which had its roots in 1967. Defendants 

did not demonstrate by the preponderance of the evidence that the 

Tolbert cookoff was promoted under the auspices of the same 

association which operated a cookoff continually from 1967. 

There were two cookoffs in 1984 and every year since. The facts 

do not support Defendant I s theory that the ownership of the 

service mark vested at a prior time in Tolbert and left the 

association with him. 

13. In 1983, Frank X Tolbert applied for a federal 

trademark registration for Chili Appreciation society 

International as a service mark. The sample of use submitted by 

him with the application was an advertisement for the 1967 

Terlingua cookoff. This sample was taken from an event which was 

promoted by the association known as Chili Appreciation Society 

International rather than by Frank Tolbert individually. The 

application contained a declaration signed by Tolbert that he 

believed himself to be the owner of the mark. 

14. In 1984, the Office of Patents and Trademark issued 

federal registration No. 1,305,397 for the mark Chili 

Appreciation Society International to the estate of Frank X. 

Tolbert. The registration covered services related to 

organizing, promoting, and conducting chili-making contests and 

events promoting chili. This Court has no basis to determine the 
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authenticity of Tolbert's subjective belief that he was the owner 

of the trademark and entitled to federal protection. 

Nonetheless, this Court finds that the declaration by Tolbert was 

false. This Court presumes that the declaration was made in good 

faith by Tolbert without any intent of fraud. 

15. Though the federal servicemark is registered in 

Tolbert's name, Ela int j ff CAS I Inc. was issued state trademark 

Registration No. 43284 for the mark CASI and design, as a 

service mark for conducting chi1 i cooking contests on April 2, 

1984. On April 11, 1984, CASI Inc. was issued a collective 

membership mark registration by the state, No. 43339. 

16. Defendants have no state registration for Chili 

Appreciation Society International or its acronym as a collective 

membership mark. 

17. There is a story behind this anomalous record of 

state and federal registrations. In late 1983 and early 1984 

there was a scramble among the parties to stake a claim in the 

marks which had been theretofore presumptively associated with a 

fellowship or association of chili-lovers. The federal 

registration application was filed by Tolbert one month prior to 

this death and a short time after the conflict that marked 

Tolbert's voluntary disassociation from the CASI Inc. 

association. The state service mark application of the Plaintiff 

was made prior in time to Frank Tolbert's application. The 
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Plaintiff was rejected in its state application for a service 

mark on first application because of the view of the Secretary of 

State that the mark was descriptive of services. 

18. At Tolbert's death, no document existed which 

mentions the trademark. No will mentions any service mark nor do 

other probate documents. Tolbert never granted a license or 

other assignment to use the service mark to anyone. Tolbert's 

estate passed to his widow who at the time of trial was living. 

Tolbert's children assert their claim of ownership in the name of 

their mother and themselves. 

Since the "schism" of 1983 between Tolbert and CASI Inc., 

in addition to the two Terlingua "cookoffs," two sets of 

sanctioning rules have developed for the events. Whether the 

rules are materially different, the form of future qualifying 

rules, or whether cooks who qualify under one system or the 

other should be sanctioned is not the concern of this court. The 

Court is confident that members of the groups will take the view 

that historically technical distinctions should not be imposed to 

prevent the widest possible participation in the event which has 

as its purpose social interaction and charitable aims. 

Conclusions of Law 

1. This Court has jurisdiction of the parties and subject 
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matter in the above-numbered cause. 

2. The commentators and courts are in agreement that 

ownership in a trademark is not acquired merely by the act of 

registration. See Callman, the Law of Unfair Competition, 

Trademarks and Monopolies Sec. 25.03 (4th Ed. 1983); Mccarthy, 

Trademarks and Unfair Competition, Sec. 16.5 (2d Ed. 1984); 

Tillamook County Creamery Associaton, v. Tillamook Cheese and 

Dairy Association, 345 F.2d 158, (9th Cir. 1965). 

3. Though the federal registration of the trademark is in 

the name of Tolbert, ownership is acquired by both prior 

appropriation and use. Bluebell, Inc. v. Farah Manufacturing 

Co., 508 F.2d 1260, 1265 (5th Cir. 1975). When Tolbert was 

granted a registration, the presumption arose that he was the 

bona fide owner of the mark. However, the presumption may be 

rebutted by a sufficient showing to the contrary. Such a showing 

was made in this cause. 

4. The heirs of Frank Tolbert cannot separate his use of 

the mark Chili Appreciation Society International from the 

association of persons who met in Dallas in previous years and at 

Terlingua in 1.967. Though evidence was introduced at trial to 

the effect that the association shrunk and grew in membership in 

the intervening years between 1967 and this cause, Tolbert (and 

others) were caretakers of the association and the mark during 

that period. The Tolbert heirs' testimony that a broad spectrum 
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of persons held "membership cards" and met at Tolbert's Dallas 

restaurant for their chili menu is at odds with their argument 

that Chili Appreciation Society members drifted away until the 

association existed no more and the ownership of the mark vested 

in Frank Tolbert. 

5. The principle that ownership of a trademark once 

established in a predecessor business transfers to the benefit of 

a successor corporation is relevant here. Tillamook County 

Creamery Association v. Tillamook Cheese and Dairy Association, 

345 F.2d 158, (9th Cir. 1965). In this case, CASI Inc. acquired 

ownership of the mark Chili Appreciation Society International 

through use by its predecessor association, the Chili 

Appreciation Society. As this Court found above, the association 

which was succeeded by CASI Inc. was the first user of the 

collective member mark "Chili Appreciation Society International 

prior to 1967 and the service mark of the same name in 1967 in 

connection with the first Terlingua cookoff. 

6. This Court found that fraud was not the basis for 

Tolbert's efforts to register the trademark. Thus, at all times 

prior to this, jUdgment, the use of the mark by Defendant or 

persons taking a license from them does not amount to 

infringement. At the time of the federal trademark application, 

Frank Tolbert's lack of knOWledge or belief that the. 

representation was false prevents Plaintiff's from prevailing on 
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their claim for trademark infringement. See King-Size. Inc .• v. 

Frank's King Size Clothes. Inc., 547 F.Supp. 1138 (S.D. Tex. 

1982). 

7. This Court is not persuaded by the argument that Frank 

Tolbert's efforts to register the mark after he left the 

association of those who organized as Chili Appreciation Society 

International establish that he knew that he did not own the mark 

in an individual capacity. 

8. 15 U.S.C. Sec. 1119 grants this court the power to 

order the cancellation of registrations and correct the register 

with respect to the registrations of any party to the action. 

9. Before this Court were the issues of trademark 

infringement and thUS, this Court had jurisdiction of the cause. 

This Court considered and rejected staying this proceeding to 

relegate the parties to the administrative process of a Petition 

to Cancel before the Trademark Board. The factual findings and 

legal conclusions of this Court establish that no relief will be 

granted to either party for acts prior to the date of entry of 

this JUdgment relating to trademark infringement. 

10. This Court does not have authority over the parties 

to order one party to capitulate to the other on the question of 

whosecookoff would be the "official" cookoff of the chili world. 

The issues before this court relate to the ownership of the 

trademark and the question of past infringement. The parties 
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should see this as an issue of good sense and decency and not 

look to the Courts. This being said, Defendant's dedication of 

their previous annual cookoffs in the name of Frank Tolbert 

seems consistent with his large contribution to the development 

of this peculiarly American phenomenum of Chili culture. 

The law is well settled that future use of the marks at 

issue in this case by any person or enterprise other than the 

Plaintiff will be subject to the requirements of the law relating 

to secondary meaning and likelihood of confusion. See e.g. 

Association of Co-op Members v. Farmland Industries, 684 F. 2d 

1134 (5th Cir. 1982); Marathon Manufacturing Co., v. Enerlite 

Products Corp, 767 F.2d 214 (5th Cir. 1985); Conan Properties. 

Inc. v. Conan's Pizza, Inc., 752 F.2d 145 (5th Cir. 1984); Bank 

of Texas v. Commerce Southwest. Inc., 741 F. 2d 785 (5th Cir. 

1984). No injunctive relief will be granted to Plaintiff, it 

being assumed that this Court's JUdgment establishes the rights 

and responsibilities among the parties with respect to the 

trademarks and the parties will act accordingly. 

For all of the foregoing reasons, the JUdgment of this 

Court will contain the following decrees: 

1. That the Commissioner of the u.S. Patent and Trademark 

Office shall certify the ownership of this registration in the 

~ of CASI Inc., make the appropriate entries upon the records-
of the Patent and Trademark Office, and shall be controlled 
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thereby. 

2. That Plaintiff shall pay to the Tolbert estate an 

amount representing the legal fees and costs normally associated 

with the filing for registration with the Office of Patents and 

Trademarks. This court finds that $1500 for the value of legal 

fees associated with a trademark filing plus the costs of filing 

should be paid by Plaintiff CASI- Inc. to Defendant Tolbert's 

estate. 

3. Each party should bear their own costs. No attorney 

fees will be awarded in this cause. 

This has not been an easy case for the Court but as 

observed above, better chili today than h~ tamale. 

SIGNED AND ENTERED, this, the 2,1· day of April, 1988. 

~1t~

. Chief JUdge 

16
 


